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DETAILED ACTION 

1 . This action is in response to the amendment filed March 1 5, 2006 and Request 
for Continued Examination filed May 2, 2006. 

2. Claims 1 and 2 have been amended. 

3. Claims 1 , 2, and 5-9 have been examined and are pending with this action. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

4. Claims 1 and 2 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 and 2 recites the limitation "said socialization template" and "said 
externalization template" in both claims. There is insufficient antecedent basis for this 
limitation in the claim. 

The claims are generally narrative and indefinite, failing to conform to current 
U.S. practice. They appear to be a literal translation into English from a foreign 
document and are replete with grammatical and idiomatic errors. The language recited 
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in claims 1 and 2, "whereby said first member whereby externalization work of said first 
member is evaluated" renders the claim limitation indefinite. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1, 2, and 5-9 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Bromberg et al. (US 6,529,889 B1). 

INDEPENDENT: 

As per claim 1, Bromberg teaches a system for: 

supporting knowledge creation and managing knowledge assets (see col.4, lines 
2-1 1) by using four common evaluation templates (see col .25, lines 17-26: "template for 
the re-evaluation" & lines 64-67), wherein a first member of an organization having a 
plurality of members is evaluated according to each of said four evaluation templates 
(see col.1 1 , lines 46-47: "evaluation process"] col.25, lines 18-22: "all the data from the 
previous evaluation is used as a template for the re-evaluation') and col.28, lines 9-12: 
"evaluative dimension to occur without restriction')] 

inputting obtained results from said evaluation templates into a computer (see 
col.4, lines 52-56: "this raw material structured content is then stored in a data 
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structure"; col. 10, lines 40-43: "This captured knowledge is then converted into... (SSA), 
which is a standalone personal computer"; and col. 38, lines 15-17: "a means for 
inputting knowledge information"); and 

analyzing results to show how said mennber acts in the actual situation (see 
col .4, lines 15-17 & lines 35-43: "gathers information on physical factors, performance, 
behavior, and capability"; col. 10, lines 35-40; and col. 19, line 61-col.20, line 5); 

said four evaluation templates comprising: 

a socialization evaluation template for evaluating a socialization process to 
capture tacit knowledge (see col. 8, lines 30-32: "capture the organization and structure 
of the tacit, implicit, and hidden knowledge") inside and outside the organization (see 
col.4, lines 15-19: "without limitation" ar\6 "specific subject matter" and col. 10, lines 46- 
48: "available to and accessible by anyone who has access to the SSA'); 

said socialization template capturing tacit knowledge of a second member of said 
organization (see col. 10, lines 35-40: "The purpose of the present invention is to capture 
the skill, experience,..."), said first member being provided with the tacit knowledge of 
said second member (see col.5, lines 16-18 and col. 10, lines 46-48: "Once it is 
converted into SSA, that knowledge can be made available to and accessible by 
anyone who has access to the SSA') whereby socialization work of said first member is 
evaluated (see col.25, lines 18-22); 

an externalization evaluation template for evaluating an externalization process 
to express tacit knowledge (see col.8, lines 30-32: "capture the organization and 
structure of the tacit, implicit, and hidden knowledge') in a comprehensible way and 
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convert it into explicit knowledge (see col.4, lines 8-1 1 : "generate narratives and other 
elements such as graphics and tables"; and col. 11 , lines 52-55: "converted into an end- 
product that includes narrative generation'); 

said externalization template receiving tacit knowledge from said first member 
and converting said tacit knowledge into explicit knowledge (see col.4, lines 8-1 1 : 
"generate narratives and other elements such as graphics and tables"; and coi.1 1 , lines 
52-55: "converted into an end-product that includes narrative generation") whereby said 
first member whereby externalization work of said first member is evaluated (see col. 25, 
lines 18-22); 

a combination evaluation template for evaluating a combination process to relate 
such explicit knowledge to other pieces of explicit knowledge (see col. 13, lines 32-35: 
"raw structured content... is combined" an6 col.38, lines 20-22: "combining the 
hierarchically organized topics') inside and outside the organization (see col.4, lines 15- 
19: "without limitation" and "specific subject matter" and col. 10, lines 46-48: "available to 
and accessible by anyone who has access to the SSA'); 

said combination evaluation template relating externalized explicit knowledge 
received from said first member to other explicit knowledge (see col. 13, lines 32-35: 
"raw structured content... is combined" and col.38, lines 20-22: "combining the 
hierarchically organized topics') by searching an internal knowledge database or 
superficial knowledge database (see col.8, lines 33-35: "searchable databases"; col .25, 
lines 64-67: "dynamic form is a template from which all topics. . . to render the various 
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questions": and col .26, lines 29-31 ) whereby combination work for said first member is 
evaluated (see col.25, lines 18-22); and 

an internalization evaluation template for evaluating an internalization process to 
convert explicit knowledge into tacit knowledge though practice (see col .4, lines 15-17; 
col.5, lines 51-54; col.11, lines 56-65; and col.38, lines 24-26); 

said internalization evaluation template converting explicit knowledge from said 
first member into tacit knowledge (see col.4, lines 15-17; col.5, lines 51-54; col. 11, lines 
56-65; and col.38, lines 24-26) whereby internalization work of said first member is 
evaluated (see col.25, lines 18-22); 

said system further comprising a tacit knowledge expression template (see 
col.25, lines 64-67), said tacit knowledge expression template being read and output by 
a computer as a reference syntax for expressing tacit knowledge in the externalization 
process (see col. 6, lines 31-34: "expressed... as questions"] col.8, lines 30-32: "capture 
the organization and structure of the tacit, implicit, and hidden knowledge" ; and col. 12, 
lines 1 0-1 3: "converted into a format that can be displayed')] 

a glossary for a tacit knowledge expression template in said database, said 
glossary being read and output by a computer, terms included in said glossary being 
applicable to said tacit knowledge expression template (see col. 8, lines 33-35: 
"searchable databases"] col.25, lines 64-67: "dynamic form is a template from which all 
topics... to render the various questions"] and col .26, lines 29-31); and 

said glossary, providing terms for responding to inquiries (see col .26, lines 29-31) 
so that tacit knowledge is converted into explicit knowledge in a common format (see 
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col.8, lines 33-36: "searchable" and "include pointers"; col. 12, lines 10-13; and col. 13, 
lines 48-54). 

Although Bromberg teaches that evaluations are performed using templates (see 
col .25, lines 18-22), Bromberg does not explicitly teach of the individual evaluation 
templates. However the various evaluation templates are not functionally distinct. 
Furthermore, these differences are only found in the nonfunctional descriptive material 
and are not functionally involved in the steps recited. The evaluations of members are 
performed regardless of the data. Thus this descriptive material will not distinguish the 
claimed invention from the prior art in terms of patentability, see In re Gulack, 703 F.2d 
1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 
USPQ2d 1031 (Fed. Cir. 1994). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to evaluate any data (i.e. socialization work, 
externalization work, combination work, and internalization work) because such data 
does not functionally relate to the steps in the method claimed and because the 
subjective interpretation of the data does not patentably distinguish the claimed 
invention. 

As per claim 2, Bromberg teaches a system for supporting knowledge creation 
and managing knowledge assets comprising a database (see col. 3, lines 49-53 and 
col.8, lines 8-10) including: 
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a socialization evaluation template for evaluating a socialization process to 
capture tacit knowledge (see col.8, lines 30-32: "capture the organization and structure 
oftlie tacit, implicit, and hidden knowledge") Inside and outside the organization (see 
col .4, lines 15-19: "without limitation" and "specific subject matter" and col.10, lines 46- 
48: "available to and accessible by anyone who has access to the SSA"); 

said socialization template capturing tacit knowledge of a second member of said 
organization (see col.10, lines 35-40: "The purpose of the present invention is to capture 
the skill, experience,...'), said first member being provided with the tacit knowledge of 
said second member (see col.5, lines 16-18 and col.10, lines 46-48: "Once it is 
converted into SSA, that knowledge can be made available to and accessible by 
anyone who has access to the SSA') whereby socialization work of said first member is 
evaluated (see col.25, lines 18-22); 

an externallzation evaluation template for evaluating an externalization process 
to express tacit knowledge (see col.8, lines 30-32: "capture the organization and 
structure of the tacit, implicit, and hidden knowledge') In a comprehensible way and 
convert it into explicit knowledge (see col.4, lines 8-1 1 : "generate narratives and other 
elements such as graphics and tables"; and col.1 1 , lines 52-55: "converted into an end- 
product that includes narrative generation'); 

said externalization template receiving tacit knowledge from said first member 
and converting said tacit knowledge into explicit knowledge (see col.4, lines 8-1 1 : 
"generate narratives and other elements such as graphics and tables"; and col.1 1 , lines 
52-55: "converted into an end-product that includes narrative generation') whereby said 
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first member whereby externalization work of said first member is evaluated (see col. 25, 
lines 18-22); 

a combination evaluation template for evaluating a combination process to relate 
such explicit knowledge to other pieces of explicit knowledge (see col. 13, lines 32-35: 
"raw structured content. . . is combined" and col.38, lines 20-22: "combining the 
tiierarchically organized topics') inside and outside the organization (see col. 4, lines 15- 
19: "witiiout limitation" an6 "specific subject matter" an6 col. 10, lines 46-48: "available to 
and accessible by anyone who has access to the SSA'); 

said combination evaluation template relating externalized explicit knowledge 
received from said first member to other explicit knowledge (see col. 13, lines 32-35: 
"raw structured content... is combined" an6 col.38, lines 20-22: "combining the 
hierarchically organized topics') by searching an internal knowledge database or 
superficial knowledge database (see col.8, lines 33-35: "searchable databases"; col.25, 
lines 64-67: "dynamic form is a template from which all topics. . . to render the various 
questions"; and col .26, lines 29-31 ) whereby combination work for said first member is 
evaluated (see col.25, lines 18-22); 

an internalization evaluation template for evaluating an internalization process to 
convert explicit knowledge into tacit knowledge (see col.4, lines 15-17; col.5, lines 51- 
54; col.1 1, lines 56-65; and col.38, lines 24-26); 

said internalization evaluation template converting explicit knowledge from said 
first member into tacit knowledge (see col.4, lines 15-17; col.5, lines 51-54; col.1 1, lines 
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56-65; and col.38, lines 24-26) whereby internalization work of said first member is 
evaluated (see col .25, lines 18-22); 

said template being common templates (see col.10, lines 60-63); 

a computer for reading and outputting said evaluation templates from said 
database (see col.10, lines 40-48); 

whereby evaluation results about a member of an organization that are entered 
in said template are evaluated and the results of said analysis that represent the actual 
situation of how said member works are outputted (see col.10, lines 35-40 and col .20, 
lines 6-17); 

said system further comprising a tacit knowledge expression template (see 
col. 25, lines 64-67), said tacit knowledge expression template being read and output by 
a computer as a reference syntax for expressing tacit knowledge in the externalization 
process (see col. 6, lines 31-34: "expressed... as questions"; col.8, lines 30-32: "capture 
the organization and structure of the tacit, implicit, and hidden knowledge" ; and col. 12, 
lines 1 0-1 3: "converted into a format that can be displayed"); 

a glossary for a tacit knowledge expression template in said database, said 
glossary being read and output by a computer, terms included in said glossary being 
applicable to said tacit knowledge expression template (see col.8, lines 33-35: 
"searchable databases"; col .25, lines 64-67: "dynamic form is a template from which all 
topics... to render the various questions"; and col.26, lines 29-31); and 

said glossary, providing terms for responding to inquiries (see col.26, lines 29-31) 
so that tacit knowledge is converted into explicit knowledge in a common format (see 
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col.8, lines 33-36: "searchable" and "include pointers"; col. 12, lines 10-13; and col. 13, 
lines 48-54). 

Although Bromberg teaches that evaluations are performed using templates (see 
col .25, lines 18-22), Bromberg does not explicitly teach of the individual evaluation 
templates. However the various evaluation templates are not functionally distinct. 
Furthermore, these differences are only found in the nonfunctional descriptive material 
and are not functionally involved in the steps recited. The evaluations of members are 
performed regardless of the data. Thus this descriptive material will not distinguish the 
claimed invention from the prior art in terms of patentability, see In re Gulack, 703 F.2d 
1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 
USPQ2d 1031 (Fed. Cir. 1994). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to evaluate any data (i.e. socialization work, 
externalization work, combination work, and internalization work) because such data 
does not functionally relate to the steps in the method claimed and because the 
subjective interpretation of the data does not patentably distinguish the claimed 
invention. 

DEPENDENT: 

As per claim 5, Bromberg further teaches wherein said system automatically 
presents a knowledge classification map which indicates inter-relatedness of each said 
knowledge, when said explicit knowledge is requested by a computer from said 
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database which contains knowledge accumulated after the combination process (see 
col.38, lines 18-19). 

As per claim 6, Bromberg further teaches wherein a knowledge consultant 
manages a database (see col. 8, lines 33-35) and a customer organization has a 
computer which enables use of every template by accessing said database through a 
two-way communication network (see col .24, lines 29-33). 

As per claim 7, although Bromberg further teaches of a database also containing 
accumulated intellectual resource data (see col.8, lines 33-35), Bromberg does not 
explicitly teach wherein such information in the database is gained by making a contract 
between said knowledge consultant and owner of intellectual property (subjective). 

As per claim 8, Bromberg further teaches wherein a manager manages a 
database, one or more organizations acting as a knowledge consultant has a server 
accessible to said database through a two-way communication network, and a customer 
organization has a computer that works as a client of said server of said knowledge 
consultant by accessing thereto through a two-way communication network (see claim 6 
rejection above), and said database contains different templates available for said 
customer through said access to said server (implicit: see col.25, lines 17-26 & 64-67: 
"dynamic"). 

As per claim 9, Bromberg further teaches wherein a database managed by a 
manager includes accumulated intellectual property data obtained through making 
contract between said manager and the owner of said intellectual property (see claim 7 
rejection above). 
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Response to Arguments 

6. Applicant's arguments filed March 15, 2006 have been fully considered but they 
are not persuasive. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., "evaluating the actions of one member of an organization against the actions of a 
another member of the same organization" and "templates of the invention enable it to 
evaluate how much the member has practiced these processes at work") are not recited 
in the rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181. 26 USPQ2d 1057 (Fed. Cir. 1993). 

Although Bromberg does not explicitly state the various evaluation templates (i.e. 
socialization, externalization, combination, internalization), Bromberg explicitly teaches 
the functionalities of each of the templates. 

Conclusion 

7. For the reasons and the rejected set for above, claims 1 , 2, and 5-9 remain 
rejected and pending. 



Application/Control Number: 09/989,285 Page 14 

Art Unit: 2155 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Y. Won whose telephone number is 571-272- 
3993. The examiner can normally be reached on M-Th: 7AM-5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Saleh Najjar can be reached on 571-272-4006. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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